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(SECOND REPLACEMENT) DECLARATION UNDER 37 C.F.R. 1.131 
The undersigned, Bryan C. Dunkeld declares and states that, 

1 . I am one of the inventors of the above referenced application, which was filed on 
December 10, 2001 . This declaration is submitted to show that we (the inventors) 
had conceived of the subject matter of the present claims prior to November 21 , 
2001 (the effective filing date of the Q'Kane reference (US Publication No. 
23097229)) and diligently reduced the same to practice. 

Conception 

2. That we had conceived of the subject matter of the present claims is evidenced by 
the Exhibits attached hereto. These exhibits document certain figures and other 
disclosure materials provided to and by our attorney, J. Nicholas Gross, prior to 
November 21, 2001. 

3. To wit, Exhibit 1 is a copy of the figures given to Mr. Gross prior to such date. As the 
Examiner can verify, they show effectively the same architecture and operation as 
the final figures submitted with the present appHcation. These figures show ail 
elements of the independent claims pending in the present case. For example, for 
claim 22, the Examiner can see the following correlations to the figures: 
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22: A system for exchanging digitai 
assets over a network, comprising: 


See FIG. 1 


(a) a first computer coupted 
to the network, said first computer 
storing a digital asset which includes 
both digital content and a first unique 
identifier associated with a first 
instantiation of said digital asset; and 


FIG. 1 (Host server 110) and FIG. 2 
(steps 210 -216) 


(b) a second computer coupled to the 
network; and 


Customer network device 112 


(c) a first software routine 
executing on said first computer 
and/or said second computer, said 
first software routine being adapted 
to coordinate transfer of said digital 
asset to said second computer; 


See FIG. 1 and FIG. 3, step 322 


wherein a second instantiation 
of said digital asset is created for 
said transfer to said second 
computer, said second instantiation 
including a second unique identifier. 


See FIG. 3, step 316 



4. A similar analysis can be seen to apply to claim 55 as well. In Exhibit 2 I have 
provided a true copy of a printout of the metadata for such document. The redacted 
date showing the creation date of such file is prior to November 21 , 2001 . 

5. An initial specification was also prepared by Mr. Gross on our behalf prior to 
November 21 , 2001 , along with proposed claims. A copy of such claims is provided 
in Exhibit 3 . The Examiner can see quite clearly that we had conceived of the subject 
matter of claim 22 (then claim 21) before the prior art filing date. 

6. Again the claims shown in Exhibit 3 were provided in the form of a Microsoft WORD 
document. A true copy of the metadata for such claims file is shown in Exhibit 4 , and 
I can affirm again that the redacted data showing the creation date of such file is 
prior to November 21 , 2001 . 

Diligence 

7. In addition to the fact that our inventions were conceived prior to November 21 , 
2001, I can also confirm that we diligently reduced such to practice (in the form of 
the present filing) beginning at a time jDrior to such reference, in particular, the 
materials shown in these exhibits were part of a draft application that was 
undergoing regular revisions both prior to and after such date. The materials were 
then embodied in the patent filing made on December 10, 2001 - less than 3 weeks 
after the filing date of the reference. 
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8. In particular, the figures shown in Exhibit 1 were contained in a Microsoft WORD 
document provided to Mr. Gross at least as eariy as November 2, 2001, which is 
when i first communicated such materials (along with the rest of the disclosure) to 
Mr. Gross so that he could prepare an application on our behalf. For evidence of 
this, please see Exhibit 5, which is my email to Mr. Gross communicating such 
materials. The substance of the communication is privileged so it has been 
redacted, but as you can see from the header it corroborates my statement that such 
materials were sent on such date. 

9. Thus as early as November 2, 2001 we had provided Mr. Gross with an initial draft of 
the disclosure to craft into a formal application. In between such date and the actual 
filing date (December 10, 2001) the case was in Mr. Gross' hands, as he actively 
prepared the formal application. We exchanged another draft of the specification on 
November 19, 2001 - see Exhibit 6. Again the substance of the communication is 
privileged so it has been redacted, but as you can see from the header it 
corroborates my statement that such materials were sent on such date. 

10. After delivering such second draft, the disclosure underwent further active and 
regular treatment to put it into appropriate fonm for filing. I communicated regularly 
with Mr. Gross between November 19 and December 10 (the filing date) to assist 
him, discuss changes to the disclosure, and ensure thai the filing would be made on 
a timely basis. As seen in Exhibit 7 . in this email Mr. Gross confirmed that was going 
to finalize the application during sometime during the week of December 4, and we 
made arrangements for the inventors to sign and return the appropriate oaths and 
powers of attorneys. 

1 1 . From my conversations with Mr. Gross it is my information and belief that he was 

working on such application as expediently as possible given his other backlog of 
cases at such time, in fact, It is my understanding and recollection that Mr. Gross 
adjusted his schedule to advance and perfect our application over other projects he 
had at such time. As 1 also understand it is typical that most patent attorneys will 
require several weeks if not months of time to convert a disclosure into a formal 
filing, yet Mr. Gross did it in just a few weeks to handle our case. Thus in addition to 
my efforts i submit Mr. Gross was also working extremely diligently on our behalf to 
reduce the inventions to practice In the form of the present filing. 

12. All statements made of rny own knovi/ledge are true and all statements made on 
information and belief are believed to be true; I further acknowledge that wllfull false 
statements are punishable by fine or imprisonment, or both, under Section 1001 of 
Title 18, and that such may also jeopardize the validity or enforceability of the 
application and/or any patent issued therefrom. 
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EXHIBIT 1 ~ FIGURES FOR SN 10/016/325 
PRIOR TO NOVEIVIBER 21, 2001 




FIG. 1 



PREPARE MP3 MUSIC FILE 



GET SERIAL NUMBER AND OFFSET FROM SERIAL NUMBER ASSIGNMENT 
MODULE 



CREATE MARKED MP3 MUSIC FILE 



PLACE FILE ON HOST SERVER 



RETURN FILING INFORMATION TO SERIAL NUMBER RECONCILIATION 
MODULE 



UPDATE TRANSACTION DATABASE 



UPDATE INDEX 



FIG. 2 



BROWSE INDEX 



GET SERIAL NUMBER AND HOST 



CONTACT HOST WITH SERIAL NUMBER AND NEW SERIAL NUMBER 



HOST SERVER SEND FILE TO CUSTOMER 



CUSTOMER MARK FILE WITH NEW SERIAL NUMBER 



SYSTEM UPDATE DATABASE 



SYSTEM UPDATE INDEX IF NECESSARY 



CALCULATE COMPENSATIONS 



FIG. 3 



Exhibit 2 « Metadata for Figures dated prior to 
November 21, 2001 



Title: 
Subject: 
Author: 
Keywords: 
Comments; 
Creation Date: 
Change Number: 
Last Saved On: 
Last Saved By : 
Total Editing Time: 
Last Printed On: 



J, Nicholas Gross 

, J2OOI 10:51:00 AM 
1 

110:52:00 AM 



J. Nicholas Gross 
1 Minute 

7/14/2007 10:04:00 AM 
As of Last Complete Printing 
Number of Pages: 1 (approx.) 
N umber of Words: 1 5 (approx.) 

Number of Characters: 89 (approx.) 



EXHIBIT 3 - DRAFT OF PROPOSED CLAIMS PRIOR TO 
NOVEMBER 21, 2001 



1. A system for dislribisiing digiuil :i ^ncI'v in a pccr-to-pccr conuectable environment 
across a network, including beivvooii i :■ si peer network device and a second peer 

network device, the system comprising; 

(a) first rights-holder server coupled to the network, said first right-holder server 
being adapted to introduce a digital asset into the peer-to-peer connectable 
environment, said digital asset having an associated first set of distribution rules; 
and 

(b) a second host server coupled to the network, said second host server being 
adapted to store and distribute said digital asset; and 

(c) third management server coupled to the network, said second management server 
being adapted to track transfers of said digital asset over the network and to 
generate tracking records associated with said transfers; 

wherein said transfers over the network involving said digital asset between the 
first peer network device, the second peer sietwork device and/or the second host 
server are processed in accordance with said tirst set of distribution rules. 

2. The system of claim 1 , wherein the first peer network device can obtain said 
digital asset from the second peer network device and/or said second host server, 
and without requiring farther authorization from said first rights-holder server. 

3. The system of claim 1, wherein a modification is made to said digital asset for 
each transfer, said modification being used by said third management server for 
generating said tracking records. 

4. The system of claim 3, wherein said modification does not alter user-perceptible 
content of said digital asset. 

5. The system of claim 3, wherein said modification alters an ideniificaiion label for 
said digital asset so that each transfer of said digital asset is associated with a 
unique identification label. 

6. The system of claim 1 , wherein said second host server is implemented by at least 
one of the first peer network device or the second peer network device, so that 
transfers of said digital asset are performed in a peer-to-peer manner across the 
network. 

7 . T he system of claim 1, wherein said digital asset includes audio, video, picture 
and/or text based data, 

8. The system of claim 1, wherein a second set of distribution rules can be 
introduced by said first rights-holder server to affect transfers of said digital asset 

over the network. 

9. The system of claim 1, wherein the network includes the Internet. 

10. The system of claim 1, wherein said first set of distribution rules includes 
indexing information, terms of use, and a location of said second host server. 

1 1 . The system of claim 1 , w4ierein said digital asset is also encrypted and/or 
stegnographicaily processed so as to reduce unauthorized transfers over said 
network. 



12. The system of claim 1, wherein a new instantiation of said digital asset is created 
for each transfer occurring over the network between peer devices. 



13. A system for introducing digital assets into an electronic net\\'ork disttibution 
system, comprising: 

(a) a first computer coupled to the electronic network distribution 
system; and 

(b) a fifst software routine executing on said first computer, said first 
software routine being configured to perform at leasl the following 
operations: 

i) receiving and storing a digital asset on said first computer; and 

ii) processing administration information for said digital asset, 
including an asset identifier and a rights-holder identifier, and 
associating the same with said digital asset; and 

iii) interacting with a digital asset management system to generate a 
modified version of said digital asset, said modified version of said 
digital asset being based on said administration information and 
tracking history information provided by said digital asset 

ma na gemenl sy stem; 

iv) posting said modified version of said digital asset to a location 
suitable for download by said peer devices from the electronic network 
distribution system; 

wherein said modified version of said digital asset is configured so 
that a tracking histor}' can be maintained by said digital asset 
management system of each transfer of separate instantiations of said 
digital asset between peer devices coupled to the electronic network 
distribution. 

14. The system of claim 13, wherein said administration information also includes 

tenns of use and expiration data for said digital asset. 

15. The system of claim 13, wherein said digital asset includes audio, video, picture 
and/or text based data. 

16. The system of claim 13, wherein said first computer is a server coupled to the 
internet. 

17. The system of claim 13, wherein said digital asset management system and/or 

said peer devices embed tracking infonnation within said modified version of said 
digital asset during each instantiation of said digital asset. 

18. The system of claim 17, wherein said tracking information includes aunique 
identifier for each transfer of said modified version of said digital asset within the 
electronic network. 

19. The system of claim 13, wherein said first software routine is further configured 
to provide second administration information for a digital asset such that later 



insuintiations of said digital asset vvithia ihe Joclronic nclvork distribulion 
s) siCTU a!c based on said second adii'^Diisi) x".-'. xnibiWidUon. 
20. The bvsleni ofelaini 13, wherein said first sonvvarc routine is funlier conHgiircd 
to receive accounting information from said digital asset management system, 
including: (a) inrormation concerning the number of instaniicUions of said digital 
assci cfcalcd by transfers within the clectrcinic n.r^v 'fk -ll -.irihulior! Nvslcm; (b) 
rcsoniiO ticp'vjj irom and v)r lo be crcditeO i-i ^ ris I ■. 



21. A system for exchanging digital assets over a network, comprising: 

(a) a first computer coupled to the network, said first computer storing a 
digital asset which includes both digital content and a first unique 
identifier associated with a first instantiation of said digital asset; and 

(a) a second computer coupled to the network; and 

(b) first softvi'^are routine executing on said first computer and/or said 
second computer, said first software routine being adapted to 
coordinate transfer of said digital asset to said second computer; 

wherein a second instantiation of said digital asset is created for said 
transfer to said second computer, said second instantiation including a second 
unique identifier. 

22. The system of claim 21, w4ierein said first computer and said second computer 
operate to transfer said digital asset in a peer to peer manner across the Internet. 

23. The system of claim 21 , wherein after said transfer, a second transfer of said 
digital asset can occur trom either said first computer and/or said second 
computer, said second transfer further using a third instantiation of said digital 
asset and a third unique identifier. 

24. The system of claim 21, wherein at least said second computer is a portable 
electronics device, including a personal computer, a personal digital assistant, 
and/or a telephone. 

25. The system of claim 21, wherein said digital content includes an MP3 based audio 
file. 

26. The system of claim 21, wherein said second unique identifier is based on 
combining information from any one or more of the following: a first id for said 
first computer, a second id for said second computer, an asset id for said digital 
asset, a customer id, a randomly generated number and/or a time of said transfer. 

27. The system of claim 21, wherein a catalog of available digital assets is maintained 
at said first computer. 

28. The system of claim 21, wherein said first software routine is also configured to 
execute an authorization routine, said authorization routine being adapted to 
secure agreement from a user of said second computer to access terms associated 
with said digital asset. 



1*> I L ten ■> claim 2n wh^.^ ' si Mi ■ routine i\ <; Ko t >p!'m o k.xv. ^ea 
Si. { )p io )1 iw sdid -chip 'ou J ■f^d !o stt up d I 10 1 f ur with 

\ t ii isnc t iridrtdfcnitnl N\'.it]i n( p< r< irom '^aK^ hr^l i.or!ipt!l>.! and '^^ 

v' iK Lumputi.i -^ai J transaction accv)unt mciuding an identifier for a u^ier of 
s I (i (. oniputvr, idcntifivts lot an> t' inslcrs pcrtormcd b> said user and 

Diilmg iniormalion associated wilh said iransicrs. 

j{! [ \'vkn V. t ! N \ hi.j^in sdu 1 s cot ult,r c > Ji ! i is to 

schd Sk.i. Hi. tip v-i i(„oopv,rt c \ ' >s { 1 in j.yv,'!>.nis i 
sucl hit sail JiLiti cX'-yv. mat ihl s s^^^nj ir i^, 

uicritincr. 

31 The '^)bicm ol claim ^0 vvhcKin said {i!t>i conipuki p!0\icks> auShoiiZ iiion ior 
said digital asset management system to track ali transfers of digital assets from 
said first computer. 

32. 1 he svstem oi claim 3 1 . vvhcrem said first comnuter also performs hosting 
kutt !•> iiKiiuttKr ^.Cv!^l. ^.tc^ ^ s iK. digital asset management svstem 
lor ali auihorizea transiers made oi digital assets. 

33. The system of claim 28, wherein said second computer polls other computers 
coupled to the network to determine an optimal transfer source for said digital 
asset. 

34. The system of claim 28, wherein said digital content includes content for a 
newspaper, a book, a magazine, and/or a periodical. 

35. The system of claim 28, wherein said second instantiation of said digital asset is 
created in accordance with distribution rules in place at the time of said transfer, 
which distribution rules can be different from disti ibution rules in place at the 
time of creation of said first instantiation of said digital asset. 



36. 



A system for managing transfers of digital assets over a network, comprising: 



(a) a management computer coupled to the network; and 

(b) a first software routine executing on said management computer, said 
first software routine being adapted to prepare a digital asset for 
transfer over the network in accordance wilh a sel of distribution mles; 

wherein a modified version of said digital asset is generated by said first 
software routine, said modified version including a unique identification 
number associated with a first instantiation of said modified version of 
said digital asset; 

(c) a second software routine executing on said management computer, 
said second software routine being adapted to track transfers of said 
digital asset over the network; 

wherein a separate instantiation of said digital asset is crea ted for each 
transfer occurring over the network. 

37. The system of claim 36, wherein said set of distribution rules are provided by a 
rights-holder management system, and include restrictions on terms of use and 
time periods of use. 

38. The system of claim 37, wherein said set of distribution rules include information 
on title, author, and identification numbers for said digital asset. 

39. The system of claim 36. wherein said unique identification number is embedded 
into said first instantiation of said modified version of said digital asset using a 

steganographic process, 

40. The system of claim 36, wherein said transfers of said digital asset take place in a 
peer-to-peer manner over the network in coordination with said management 
computer and such that a complete tracking history for said digital asset is 
maintained by the system. 

41. The system of claim 40, wherein said second software routine interfaces with a 
first client system and a second client system connected to the network in a peer 
to peer relationship, and provides unique identification numbers for each transfer 
occurring over the network between said first client system and said second client 
system. 

42. The system of claim 36, wherein said first software routine fltrther identifies 
network accessible locations available for transfers of said digital asset. 

43. The system of claim 36, further including an accounting routine for performing 
accounting functions in connection with said transfers, including crediting of 
rights holders accounts, crediting of transaction host accounts, and/or debiting of 
user accounts. 

44. The system of claim 36, further including a monitoring routine for performing 
authentication operations on digital assets stored and/or transferred between client 



systems over the network, said authentication operations including a 
dcieruiinalion of an tnibvxKK.\l sjrrd iiuiiibci' < u j digital asset and an 
idcni-incaLion of a lasi aulhonzed transfer ol said digiial asset. 

45. The system of claim 44, wherein adjustments to a user account, including access 
privileges, are made in accordance wiilt the determinations made by said 
monitoring routine. 

46. The •vsstoiu i^l'daini whcrcui a subscqucni uniqu... idcniificaiicin number u^ed 
for a second mstanliation of said digital asset is derived m part from said unique 
identification fsmibcr. 

47. The S)'SLcrn oi tiami k\ wliesc!!! a tracking in-iuiy fos said digital asset, including 
all transfers over the network, oais be derived from said subsequent unique 
identification number. 

48. The systent of claim 36, wherein at least some portions ofsaid modified version 
of '^aid digital a'^sct arc onciypted and/or Kubjceied ic- '\ stv.-gai-:c>gr:!phic proccvs. 

49. 1 he svstem of clatm 3(i, wherein distribuuons ofsaid digital asset over said 

network arc not prcconditi>''ncd Oi? sccunng auili-'-'n/aii-'^P: f •! •ndividii.ii Ci'jpiO'^ -^i' 
said digital asset. 

50. The system of claim 36, wherein electroiiic indexes and catalogs are provided by 
the management computer for facilitating locating and transfening of said digital 
asset. 
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Author: 

Keywords: 

Comments; 
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Change Number: 

Last Saved On: 

Last Saved By : 

Total Editing Time: 

Last Printed On: 

As of Last CompieLe Printing 
Number of Pages: 1 (approx.) 
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Exhibit 5 



Subj:Patent App 1st Draft 

Date: 1 1/2/2001 2:32:15 PM Pacific Standard Time 

From:bdunkeld@earthlink,net 

To:nicdagreek@aol.com 

CC: emlambert@home.com, bdunkeld@earthlink.net 

File:KopeshPatentApplstDraft.doc (144384 bytes) DL Time (TCP/IP): < 1 minute 
Sent from the Internet (Details) 




I would like to sit down with you to understand what we should do with it 
next. Are you available early next week? (any time Monday would be 
preferable). 

Enjoy your weekend, 
Bryan 



EXHIBIT 6 



Subj:Fwd: 2nd draft 

Date: 1 1/19/2001 10:27:55 AM Pacific Standard Time 
From:bdunkeld@earthlink.net 
To:nicdagreek@aol.com 
Sent from the Internet (Details) 



>Date: Thu, 08 Nov 2001 23:25:05 -0800 
>To: nick, ed, b 

>From: Bryan Dunkeld <bdunkeld@earthlink.net> 
>Subject: 2nd draft 




>Thanks for your very insightful comments, 
>Bryan 



EXHIBIT? 



Subj:Re: latest claims etc 

Date: 12/4/2001 10:47:00 AM Pacific Standard Time 

From:bdunkeld@eartlilink.net 

To:NicdaGreek@aol.com 

CC : emlambert@attbi . com 

Sent from the Internet (Details) 



Great, 



Full names and addresses: 



Bryan C. Dunkeld 
63 Liberty Dock 
Sausalito, CA 94965 



Edward M. Lambert 
3011 68th Avenue SE 
Mercer Island, WA 98040 



(the C is for Charles and the M is for Moore but we both prefer just 
middle initials) 



Best, 
Bryan 

At 02:23 AM 12/4/01 EST, you wrote: 

»» 

<excerpt><fontfamily><param>Garamond</param>Hi Bryan, 




My hope is to finish it tomorrow or Wednesday, and thus give you a day to 
make final changes. Anthony will prepare the PTO paperwork Thursday, and 
if you sign it on Friday we can file it on Monday. Please let us have 
your fiill names and real addresses for the formal paperwork. 

Talk to you soon, 

NICK</fontfamily><fontfamily><param>arial</param> 
</fontfamily></excerpt><fontfamily><param>arial</param>«««« 



</fontfamily> 



